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The present article seeks to provide parties having registered

trademark rights in Guatemala with a general legal and

practical overview concerning post registration matters that

will or may arise in respect of their existing or soon to be

acquired trademarks.

In Guatemala trademarks are registered for 10 year periods, which

run from their date of registration (and not from the application

date) and elapse on the eve of the tenth year since registration; i.e.

a trademark registered on February 3, 2011 would elapse on

February 2, 2021. No requirements nor fees are required to

maintain a trademark registration alive through its 10 year

registration period. 

 

There are no limitations for the number of times a trademark can

be renewed in Guatemala, thus, if properly renewed, a trademark

registration could remain in effect for an indefinite period of time. 

 

 

I. Trademark Renewal

A. Requisites

In general terms the renewal process in Guatemala is very simple

and upfront. No evidence of use nor other special requirements

are required for securing renewal. The applicable requisites are

the following: 

 

(i) Filing of application with the following information: registered

owner and its attorney-in-fact in Guatemala, registration number,

International Class and indication of the trademark being

renewed; 

(ii) Power of Attorney granted by the registered owner of the

trademark in favor of its attorney-in-fact in Guatemala. 

Power of Attorney must be Apostilled. 

(iii) Payment of applicable official dues. 
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Registration certificate is not required at the time of filing for

renewal. However, we strongly advise clients to verify their

trademarks prior to filing for renewal in order to corroborate

ownership, as problems in the chain of title could exist.  

 

The renewal process is not subject to any notice of publication

nor is it subject to third party opposition. Thus, once the

application is filed in good order , the renewal should be recorded

in the official ledgers and the renewal certificate issued. The usual

time for securing a renewal is of about 4-5 months. 

B. Renewal within Grace Period 

As a country member of the Paris Convention for the Protection

of Industrial Property and in accordance with article 5bis of such

treaty, Guatemala recognizes the right of securing a trademark

renewal within the grace period established in such Convention

(six months after its elapse date). Consequently, while the

trademark is within the specified grace period, not only is it

possible to renew the trademark at hand but no identical nor

similar third party applications would be allowed to continue in

the same class (until the grace period has elapsed and no

renewal was filed). 

 

For filing a renewal within the grace period no special requests

nor explanations are required, only the payment of the applicable

official surcharges. 
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C. Renewals in revised International Classes

As a result of the revisions to the International Classification of

Goods and Services (Nice Agreement) specific goods and services

have been reclassified into different and/or new classes. This is

particularly the case arising from the 8th Edition of such

Classification (in effect since January 01, 2002), in which

International Class 42 was divided into 3 new classes (43, 44 & 45). 

 

No procedure exists in our IP laws and regulations to reclassify

goods and services in a different class or classes. Consequently

our Trademark Office, at the time of renewal and by means of an

Office Action, is requesting the registered owner whom has filed

its renewal application in the original class of registration, to

amend its renewal application and file it in the correct

International Class or Classes. If owner does not comply with

official requirement within specified term, the renewal

application could become abandoned. 

 

 



3

A. Requisites

Trademarks can be freely assigned, independently of the business

(or portion thereof) of the registered owner of the mark. The

assignment can also be made in respect of all or some of the

goods and/or services in respect of which the trademark is

registered. If the assignment is made in respect of a partial

specification of goods and/or services, the owner would have to

previously or concurrently request and obtain the division of its

existing trademark registration into 2 or more separate

registrations, a procedure which is admissible under our law. 

 

A trademark assignment could be annulled in case the change of

ownership is susceptible to cause likelihood of confusion in the

marketplace as to the origin of the respective goods and/or

services. We have not experienced an annulment on such basis

nor are any other how aware of its occurrence, but our law does

include such a provision, therefore care should be taken in cases

where ownership of the same trademark in the same class is

assigned to different parties. 

 

 

II. Trademark Assignments  

The following requisites must be met to secure the assignment of

a registered trademark: 

 

(i) Filing of Assignment application with required information:

name of registered owner and its address, new owner and its

address; 

(ii) Registration number (s) of the trademark (s) to be assigned; 

(iii) Assignment Document, consisting of Deed of Assignment,

Certificate of Merger or other applicable assignment title. 

 

Deed of Assignment should be signed by both Assignor and

Assignee and should include the intervention of a Notary Public. If

executed abroad, the document should be apostilled and locally

translated to Spanish. 

 

In cases of assignments by virtue of merger, the supporting

documents should be issued by the competent authorities of the

jurisdiction where merger has taken place, and also duly

apostilled e and locally translated to Spanish;  
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B. Description of the Assignment Process

(iv) Power of Attorney granted by the registered owner of the

trademark in favor of its attorney-in-fact in Guatemala.  

Power of Attorney must be apostilled. 

(v) Payment of official dues. 

 

Despite no registration certificate is required at the time of filing

assignment, we strongly advise clients to verify trademarks being

assigned in order to corroborate ownership, as problems in the

chain of title could exist.  

 

Assignment can be requested and secured by either Assignor or

Assignee, although the usual and most advisable practice would

be for Assignee to carry out such procedure. 

 

The assignment process involves the following steps: 

 

(i) Filing of Assignment application, with all required information

and supporting documentation; 

(ii) Verification of formal requirements by the Trademark Office; 

(iii) Publication in Official Gazette; 

(iv) Issuance of assignment certificates in favor of new owner of

the trademarks. 

 

Although the process requires publication in order to inform third

parties of the transfer of the trademarks, no third party opposition

would be admissible within an assignment procedure. 

 

The completion of a trademark assignment depends on the

number of trademarks involved. An estimate of 3-5 months would

apply for small assignments (1 to 10 marks); additional time is

usually required in cases of larger assignment projects. 

C. Assignment of Pending Trademark Applications

Our Intellectual Property laws is less specific regarding the

assignment of pending trademark applications, but does

expressly mentions them. In any case assigning a pending

application would be a perfectly valid private transaction and one

that is admissible by our Trademark Office.  
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D. Taxation Aspects

For securing assignment of a pending application, a special

request has to be filed along with adequate evidence of the

assignment (same as for a registered trademark) and payment of

the applicable official fees. The assignment process should be the

same as the one described for registered trademarks. 

Taxes do apply to the assignment and transfer of registered

trademarks and pending trademark applications, as according to

our laws trademarks are considered movable goods located

within Guatemalan territory. 

 

Depending on the nationality of the parties involved in the

transaction and the jurisdiction where the assignment is

executed, either Value Added Tax (12%) or Stamp Tax (3%) would

apply over the price of transfer. For more specific advice in this

respect, please contact us. 

III. Changes of Names 

Trademark owners are legally obliged to record any change

occurring in their corporate or entity names, regarding the

registered trademarks they own in Guatemala. This would also

apply in changes in their name resulting from mergers and

changes in their corporate form and/or legal structure. 

 

As a general rule regulations for assignments would apply to

changes of name. Nonetheless, the specific requisites for securing

a change of name would be as follows: 

 

(i) Filing of Change of Name application including name of the

registered owner, its address and its new name; 

(ii) Registration number (s) of the trademark (s) affected by the

Change of Name; 

(iii) Change of Name document issued by Corporate Registry (or

similar competent authority) before which the new name of the

registered owner is officially recorded. Such document should be

Apostilled;  
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(iv) Power of Attorney granted by the owner of the trademarks

(under its new name) in favor of its attorney-in-fact in Guatemala. 

Power of Attorney must be notarized and apostilled for Foreign

Public Documents (Apostille Convention); 

(v) Payment of official dues. 

IV. Trademark Licensing  

Licensing is only possible and legally recognized in respect of

registered trademarks and not in respect of pending trademark

applications. This is due to the fact that, according to our

trademark registration system, legal rights arise from the

registration of a trademark (and not from use nor from filing of an

application). 

 

All trademark license must be executed in writing. In case the

trademark license is partially or totally executed abroad,

apostilled and translation to Spanish performed locally would be

required (if applicable).  

 

Currently it is longer mandatory to record trademark licenses

before our Trademark Office.  Nevertheless, for taxation purposes

and possibly in the event of litigation (if the Licensee will be the

party responsible for defending the mark), having the license

recorded could be advisable.  

 

If the parties decide it is their best interest to record the

trademark license at the Trademark Office, it is not necessary to

file the entire License Agreement, but only a summary of such an

agreement. Such summary should contain, at the very least, the

following aspects: 

 

Name of the registered owner and licensee, and their

respective domiciles 

Trademarks covered by the license 

Term of the license (if applicable) 

Indication on whether the license is exclusive or not 

Special conditions or restrictions regarding the use of the

mark 

 



The inclusion of quality control provisions within the

trademark license is highly advisable. For further information

and advice please contact us. 
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